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DETAILED ACTION 

Claim Rejections - 35 USC S 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claim 11 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 1 is drawn to a "program" per se as recited in the preamble and as such 
is non-statutory subject matter. See MPEP § 2106.IV.B.1 .a. Data structures not 
claimed as embodied in computer readable media are descriptive material per se and 
are not statutory because they are not capable of causing functional change in the 
computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a 
data structure per se held nonstatutory). Such claimed data structures do not define 
any structural and functional interrelationships between the data structure and other 
claimed aspects of the invention, which permit the data structure's functionality to be 
realized. In contrast, a claimed computer readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed 
as computer listings per se, i.e., the descriptions or expressions of the programs are not 
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physical "things." They are neither computer components nor statutory processes, as 
they are not "acts" being performed. Such claimed computer programs do not define 
any structural and functional interrelationships between the computer program and 
other claimed elements of a computer, which permit the computer program's 
functionality to be realized. 



Claim Rejections - 35 USC S 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 10 and 11 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Narumi et al. (US 2003/0185121). 

Narumi et al. discloses the invention as claim. Figs. 1-14 show the information 
recording apparatus and method having a first recording layer (see for example 820 or 
1020) into which the record information is recorded; and a second recording layer (see 
for example 830 or 1030) into which the record information is recorded through said 
first recording layer; a calculating device for recording test information for test writing by 
irradiating said second recording layer with the laser light through a recording area in 
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which the record information is unrecorded in said first recording layer with said 
recording device (see for example Fig. 8, that shows irradiating the second layer 
through a recorded area 875 of the first layer ), to thereby calculate an optimum power 
of the laser light in recording the record information by irradiating said second recording 
layer with the laser light through a recording area in which the record information is 
already recorded in said first recording layer (see for example Fig. 10 that shows 
irradiating the second layer after passing through a recording area 1075 of the first 
layer); and a controlling device for controlling said recording device to irradiate the laser 
light with the optimum power calculated by said calculating device, in recording the 
record information into said second recording layer (see section [0156] that describes 
calculating and controlling the optimum recording conditions based on the result of the 
recorded and unrecorded state), as set forth claims 1-5, 10 and 1 1 . 

The reference further teaches calculating the optimum recording conditions 
based on the difference of the test of the recorded and unrecorded states and which are 
different due to the recorded or unrecorded transmittance of the first recording layer, 
and correcting the conditions based on the results by for example multiplying the 
recording conditions by certain coefficients (see page 1 1), as set forth in claims 2-5. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Nakano (US 2002/0136122) discloses an optical disk apparatus having an optical 
disk having plural layers, and the apparatus having the ability of determining optimum 
recording conditions based on recorded and unrecorded areas. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MUHAMMAD N. EDUN whose telephone number is 
571-272-7617. The examiner can normally be reached on FLEXITIME. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa Nguyen can be reached on 571-272-7579. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/MUHAMMAD N EDUN/ 
Primary Examiner, Art Unit 2627 



